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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Board of Trustees of the

Leland Stanford Junior University
Opposer,
V. Opposition No. 91181536
Stanford Financial Group Company

)
)
)
)
)
)
)
)
)
)

Applicant,

MOTION FOR LEAVE TO FILE
AMENDED ANSWER AND COUNTERCLAIM

Stantord Financial Group Company (“Stanford Financial” or “Applicant”) hereby
moves pursuant to TBMP § 507.02 and Federal Rule of Civil Procedure (“FRCP”) 15(a) for
leave to amend its Answer to the Notice of Opposition, to add a counterclaim against the Board
of Trustees of the Leland Stanford Junior University (“Stanford University” or “Opposer”)
seeking cancellation of Stanford University’s asserted Registration Number 1,221,613 (the ““613
Mark), based on fraudulent misrepresentations submitted by Stanford University to the United
States Patent and Trademark Office (“PTO”) in connection with its Section 8 énd 15 Declaration
for the *613 Mark in 1988 and its Section 9 Declaration for renewal of the ‘613 Registration in
2002. A copyof the proposed Amended Answer and Counterclaim is submitted concurrently
herewith.

This motion is based on the accompanying Memorandum of Points and
Authorities and Affidavit of Michael R. Graif, Esq. in Support of Applicant’s Motion for Leave
to File an Amended Answer with Counterclaim (“Graif Affidavit™), and the complete files and
records of this opposition proceeding. For the reasons discussed below, Stanford Financial’s

motion should be granted.
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MEMORANDUM OF POINTS AND AUTHORITIES

INTRODUCTION

By this motion, Stanford Financial requests that the Board permit it to amend its
Answer filed in this proceeding on February 5, 2008, to add a counterclaim seeking cancellation
of the ‘613 Mark. At the time it filed its Answer in this proceeding, Stanford Financial was
unaware that, in the course of maintaining its registration with the PTQ, Opposer had, on two
separate occasions, filed with the PTO declarations containing potential material falsehoods. In
the course of gathering evidence during discovery in this matter, Stanford Financial discovered
the potential falsehood of these declarations, sought additional discovery from Stanford
University and from third parties to establish a prima facie case of fraud, and is now promptly
moving to amend its answer to add a counterclaim upon doing so. Thus, it would not have been
possible for Stanford Financial to assert its counterclaim at the time that it filed its Answer.
Discovery is not set to close in this Opposition until January 30, 2009, so almost two months
remain for additional discovery, and trial testimony is not set to end until June 29, 2009. In light
of the Board’s liberal policy permitting amendments to pleadings in opposition proceedings, the
Board should grant this Motion and permit Stanford Financial to amend its Answer to include the
proposed counterclaim.

STATEMENT OF FACTS

Procedural Background

On August 1, 2006, Stanford Financial submitted to the PTO an application for
the registration of the mark “STANFORD with eagle shield design” in connection with its

sponsorship of sporting events. Stanford University filed a Notice of Opposition (the “Notice™)
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to this application on December 27, 2007. On February 5, 2008, Stanford Financial filed an
Answer to the Notice (the “Answer”), attached to the Graif Affidavit as Exhibit B,

Stanford University’s Fraudulent Declaration

The parties are now conducting discovery in this Opposition proceeding, On the
basis of that discovery, Stanford Financial believes that Stanford University fraudulently
misrepresented that it was using the mark “STANFORD” on all the goods listed in its Section 8
and 15 Declaration sworn in 1988, and its Section 9 declaration for renewal of the ‘613 Mark
sworn in 2002, causing the United States Patent and Trademark Board to rely on those false
representations in maintaining Stanford University’s registration on both occasions. In
particular, it is submitted that Stanford University has not made continuous use in interstate
commerce at any relevant time at least of tennis balls for which the ‘613 Mark is registered. See
Graif Affidavit.

LEGAL ARGUMENT
I STANDARD FOR LEAVE TO AMEND

Under the Federal Rules of Civil Procedure leave to amend a pleading “shall be
freely given when justice so requires.” FRCP § 15(a). The Board allows such amendmients
generally unless the proposed amendment “would violate settled law or be prejudicial to the
rights of the adverse party or parties.” TPMB § 507.02; see also Novo Nordisk A/S v. Insulet
Corp., Opposition 91155763, 2007 WL 2010785 (Trademark Tr. & App. Bd. 2007) (granting
motion for leave to amend). “Where, as in the present case, the motion for leave to amend is
filed prior to the commencement of trial, the Board generally finds that the adverse party will not
be prejudiced thereby.” Jomega Corp. v. Info. Tech, Opposition No. 117,476, 2001 WL 826856

at *4 (Trademark Tr. & App. Bd. 2001) (citing TBMP § 507.02 and rejecting opposer’s claim of
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prejudice). To succeed on a motion for leave to amend, a party “need only plead facts sufficient
to state a prima facie case of . . . fraud.” Novo Nordisk, 2007 WL 2010785 at *3.

IL THE BOARD SHOULD GRANT STANFORD FINANCIAL’S MOTION
FOR LEAVE TO AMEND

A. Prima facie case

“A statement in a use-based application that the applied-for mark is being used on
all of the goods listed in the application, or in a Section 8 affidavit or in a Section 9 application
for renewal, that the mark is being used on all of the goods listed in the registration, when that
statement is false, may give rise to a valid ground of fraud.” Turbo Sportswear, Inc. v. Marmot
Mountain Ltd., Opposition Nos. 91157260, 91157625, 2005 WL 3316576, at *3-4 (Trademark
Tr. & App. Bd. Nov. 21, 2005) (citing Medinol Ltd. v. Neuro Vasx Inc., 67 USPQ2d 1205, 1208
(Trademark Tr. & App. Bd. 2003)). A motion for leave to amend to add a counterclaim for fraud
in a Section 8 or Section 9 declaration is timely, where the moving party learned of the possible
grounds for such a motion during discovery. See Turbo Sportswear; 2005 WL 3316576 at *3-4.
Since February, 2008, Applicant has been engaged in diligent efforts to discover what, if any,
evidentiary basis exists for the Opposer’s declarations of use of the ‘613 Mark on all goods for
which it is registered. See Graif Affidavit at ] 14-26 (documenting Applicant’s efforts to obtain
evidence, including document requests, interrogatories, and deposition of Opposer, subpoenas on
third parties, and requests for admission by Opposer). Applicant did not learn of Opposer’s
fraud to a sufficient degree of certainty to establish a prima facie case of fraud until a few weeks
ago, when Applicant received Opposer’s denials to requests for admission that were unsupported
by documentary evidence of sales of the relevant goods. Applicant is promptly filing its motion

for leave to amend.
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B. There is no Prejudice to Opposer

Opposer will not be prejudiced by granting the motion for leave to amend. Over
two months remain in discovery and Opposer will have ample opportunity to respond to the
counterclaims. Moreover, Opposer represented, under penalty of perjury, to the PTO both in
1988 and 2002, that it made continuous use in interstate commerce, inter alia, of tennis balls
recited in U.S. Reg. No. 1,221,613. Opposer has failed to produce any evidence of such use,
despite having been asked to do so in formal discovery requests over eight months ago.

CONCLUSION

For the foregoing reasons, Stanford Financial respectfully requests that the Board

grant its Motion for Leave to Amend and permit Stanford Financial to amend its Answer to add a

counterclaim as set forth in the amended pleading submitted concurrently herewith.

Dated: New York, New York
November 13, 2008

Respectfully submitted,

CURTIS, MALLET-PREVOST, COLT &
MOSLE LLP

By: /Michael R. Graif/
Michael R. Graif
Joshua Brook
101 Park Avenue
New York, New York 10178-0061
(212) 696-6000

Attorneys for Stanford Financial Group
Company
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Board of Trustees of the
Leland Stanford Junior University

Opposer,
V.

Opposition No. 91181536

Stanford Financial Group Company

S et St Nma’ vt Smpat v’ Sttt “mmt”

Applicant.

AFFIDAVIT OF MICHAEL R. GRAIF IN SUPPORT OF APPLICANT’S MOTION FOR
LEAVE TO FILE AMENDED ANSWER AND COUNTERCLAIM

STATE OF NEW YORK , )
) ss.
COUNTY OF NEW YORK )

Michael R. Graif, being sworn, deposés and says:
1. I am a member in good standing of the bar of New York State.
2. I am a member of the law firm of Curtis, Mallet-Prevost, Colt & Mosle
LLP, counsel for the Applicant in this action.
3. I make this affidavit in support of Applicant’s Motion for Leave to File a
Second Amended Answer and Counterclaim.

4. I have personal knowledge of the facts set forth herein.

Procedural Background

5. Applicant filed its application on August 1, 2006.
6. Opposer commenced this opposition on December 27, 2007, asserting its
U.S. Reg. No. 1,221,613 for STANFORD (the “Mark™) (a true and correct copy of the Notice is

annexed hereto as Exhibit A).
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7. Applicant answered on February 5, 2008 (a true and correct copy of the
Applicant’s Answer to the Notice dated December 27, 2007 is annexed hereto as Exhibit B).

8. Following the service and filing of the Answer on February 5, 2008, the
opposition proceeding number 91181536 was extended on two separate occasions for a total of
approximately five months to accommodate changes of employment on the part of both counsel
for Applicant and Opposer.

9. Discovery on this opposition is underway and is set to close on January
30, 2009. Testimony is set to close on June 29, 2009.

Stanford University’s Representations to the PTO

10.  On December 12, 1988, Opposer submitted to the United States Patent and
Trademark Office (“PTO”) a Combined Section 8 and Section 15 Declaration for the Mark,
dated December 6, 1988 (a true and correct copy of which is annexed hereto as Exhibit C).

11.  On March 22, 2002, Opposer submitted to the PTO an Application for
Renewal Under Section 9 and Declaration of Use Under Section 8 for the Mark (a true and
correct copy of which is annexed hereto as Exhibit D).

12.  Each of the above-referenced Declarations states, under penalty of perjury,
that the “mark shown in said registration is still in use in interstate commerce on or in connection
with . . . tennis balls.” Tennis balls are included in International Class 028, referenced in the
Declarations.

13. On information and belief, the Mark was not in use in interstate commerce

on or in connection with tennis balls at the time either of those Declarations were submitted.
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Discovery

14.  Since approximately November 2007, Applicant has sought discovery
from Opposer concerning the issue of whether the Mark has been in continuous-use in interstate
commerce on tennis balls and all other goods listed .

15. OnNovember 21, 2007, Applicant served on Opposer a notice of
deposition and document request, requesting “documents referring or relating to” Stanford
University’s “sales of each of the products and services listed in Opposer’s U.S. trademark
registration No. 1,221,613 from 1988 to present” (a true and correct copy is annexed hereto as
Exhibit E).

16.  On February 20, 2008, Applicant served on Opposer a set of
interrogatories and document requests, requesting “{a]ll documents relating to license
agreements or other agreements for the sale of the goods listed in Opposer’s U.S. Registration
No. 1,221,613 (a true and correct copy is annexed hereto as Exhibit F).

17. Opposer has produced documents in response to these requests. However,
none of the documents produced by Stanford University shows use, much less continuous use, in
interstate commerce of tennis balls during the relevant time period.

18.  OnJanuary 30, 2008, Applicant deposed Susan Weinstein, Senior Director
of Business Development, Stanford University, pursuant to Rule 30(b)(6). (Relevant sections of
the deposition are annexed hereto as Exhibit G.)

19.  Counsel for Applicant asked Ms. Weinstein if she had personal knowledge
of the continuous sale of the sporting goods listed in Class 28 of Stanford University’s
Declarations to the PTO. Ms. Weinstein testified that she had personal knowledge of the
continuous sale of golf balls, but not of the other products listed in Class 28. See Exhibit G at

65-67.
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50.  Ms. Weinstein further testified that if she wanted to find out whether the
Stanford Mark had been in continuous use on various products, including tennis balls, she would
inquire of the Stanford Bookstore, operated by the Follett Corporation (“Follett”), and the
Collegiate Licensing Company (“CLC”), which has served as Stanford University’s licensing
agent since 1999. See Exhibit G at 58-59, 64-68.

21.  OnMay 22, 2008, Applicant served a Rule 45 subpoena on Follett
requesting all agreements, contracts and other documents concerning but not limited to the
supply, manufacture and sale of identified goods, including tennis balls, bearing the mark
STANFORD (a true and correct copy is annexed hereto as Exhibit H).

22.  On May 22, 2008, Applicant served a Rule 45 subpoena on CLC
requesting all agreements, contracts and other documents concerning but not limited to the
supply, manufacture and sale of identified goods, including tennis balls, bearing the mark
STANFORD (a true and correct copy is annexed hereto as Exhibit I).

23, Both CLC and Follett produced documents in response to the subpoenas.
None of the documents produced showed that Stanford University had ever used the Mark on
tennis balls in interstate commerce at any relevant time, much less when Stanford University
filed its latest Declaration of use in 2002.

24.  On August 29, 2008, Applicant served on Opposer a Request to Admit
that they did not sell tennis balls, desk sets or Jetter openers (a true and correct copy is annexed
hereto as Exhibit J).

25.  Opposer answered the Request and denied that Stanford University did not
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sell tennis balls, desk sets or letter openers (a true and correct copy is annexed hereto as Exhibit
K). However, Opposet did not provide evidentiary support for these denials, despite having been
asked, over eight months ago, by Applicant for that informatioﬁ.

Conclusion

26. To date, Opposer has provided no evidence to support its claim that the Mark
was in continuous use on tennis balls during the relevant period, contrary to Opposer’s
representation in Opposer’s Declarations to the PTO.

27. Despite extensive efforts at discovery from Opposer as well as from third
parties, no evidence has been forthcoming that would provide documentation for Opposer’s
representation that the Marks were in continuous use on tennis balls during the relevant periods
set forth in Opposer’s Declarations.

28. Applicant believes in good faith that Opposer’s Declaratious to the PTO,
declaring that the Marks were in use in interstate commerce on or in connection with tennis balls
at the relevant times set forth in the Declarations, are materially false.

29. Based on all of the foregoing, it is submitted that Applicant’s request for leave

" to file & counterciaim making this allegation should be granted in all respects. A copy of the

Michael R, Graif /

proposed pleading is annexed hereto a3 Exhibit L.

Sworn to before me this
13th day of November, 2008

S0, VANEBSACHAVEZ

. o MY COMMISSION # DD 823873
A EXPIRES: Saplembar 4, 2012
e Borded Theu Buget ety Survies

Notary Pubfic
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the Matter of Application Serial No. 78/942,581
Filed August 1, 2006

Mark STANFORD (with design)

Published on September 4, 2007

)
The Board of Trustees of )
The Leland Stanford Junior University, )
)
Opposer, )
)
v ) OPPOSITION

) NO.:
)
Stanford Financial Group, Co., )
)
Applicant. )
)

NOTICE OF OPPOSITION

Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451
Commissioner:

Opposer, the Board of Trustees of The Leland Stanford Junior University
(“Stanford University” or “Opposer™), a trust with corporate powers organized under the laws of
California, located and doing business at the Office of General Counsel, Bidg. 170, Main Quad,
3" Floor, Stanford, CA 94305, believes that it will be harmed by the registration of the alleged
mark shown in Application Serial No. 78942581, filed by Stanford Financial Group, Co.
(“Applicant™), and hereby opposes registration of same.

As grounds for opposition, Stanford University, by and through its attorneys,
Bingham McCutchen LLP, alleges as follows:

AST2341512.1 1



1. Applicant has requested protection in the United States of the
STANFORD design mark for the “financial sponsorship of sporting events” in International
Class 036. The application was filed on August 1, 2006, and was published in the Official
Gazette on September 4, 2007,

2. Opposer is owner of U.S. Registration Number 1,221,613 for the word
mark STANFORD, which was filed with the United States Patent and Trademark Office on
March 21, 1980, for the following goods and services:

International Class 016: Paper Goods — namely, writing paper and envelopes,

pens, pen sets, desk sets, calendars, binders, notebooks, pencils, napkins, letter

openers and photo albums. First Use: 19600000; First Use in Commerce:

19600000.

International Class 025: Clothing — namely sweatshirts, T-shirts, sweaters,

robes, hats, socks, jerseys, running suits, jackets, shorts, ponchos and pants. First

Use: 19600000; First Use in Commerce: 19600000.

International Class 028: Sporting Goods — namely, tennis balls, golf balls,

footballs and toy flying saucers for toss game. First Use: 19600000; First Use in

Commerce: 19600000.

International Class 041: Educational Services, teaching students at university

level. First Use: 18910000; First Use in Commerce: 18910000.

International Class 042: Research Services, rendering research services in the

sciences, arts and the like. First Use: 18910000; First Use in Commerce:

18910000.

3. Opposer’s STANFORD registration is valid and incontestable, and
constitutes prima facie evidence of Opposer’s exclusive right to use the STANFORD mark in
commerce with the goods and services specified therein. There is no issue as to priority.

4, Opposer is nationally and internationally renowned for the educational

services that it provides under the STANFORD mark. Opposer’s educational programs are
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regu]ariy ranked among the best educational programs in the nation and the world.

5. Opposer is also nationally renowned for the college athletic teams, and
related sporting events, that it sponsors under the STANFORD mark. Opposer’s athletic teams
compete in Division I of the National Collegiate Athletic Association (“NCAA™), the highest
level of collegiate athletic competition, in events that are often nationally televised. Since 1925,
Opposer’s teams have won a total of 93 NCAA Championships -- the second highest number of
championships won by a Division I school. In addition, Opposer has won the NACDA
Director’s Cup for Division I, awarded annually to the college or university with the most
success in collegiate athletics, for the past thirteen consecutive years.

6.  Opposer’'s STANFORD mark has become famous as an identifier of
Opposer’s renowned educational services and athletic teams, as well as other goods and services
offered by Opposer. As a result, the STANFORD mark has become a valuable asset of Opposer
and the principal symbol of its goodwill.

7. Applicant’s STANFORD design mark is confusingly similar to Opposer’s
STANFORD mark.

8. The word portion of Applicant’s mark is identical to Opposer’s mark in
terms of sight, sound, and meaning.

9. The design portion of Applicaﬁt’s mark, which includes a flag and a
stylized image of a bird, fails to prevent likelihood of confusion. |

10. Opposer’s athletic teams do not have an official mascot, but over the years
have been associated with trees and griffins (mythical creatures that have the body of a lion and
the head and wings of an eagle). In addition, “Stanford Cardinal” is the nickname of Opposer’s
athletic teams. The term “cardinal” can be understood to refer to the bird. Consequently,
consumers are likely to be confused about Opposer’s affiliation with, or sponsorship of, any
goods or services offered under Applicant’s STANFORD design mark.

11.  The services that Applicant intends to provide under the STANFORD

design mark contribute to the likelihood of confusion.
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12.  Applicant seeks registration in International Class 036 for the
“sponsorship of sporting events.”

13.  Opposer is renowned for its sponsorship of athletic teams, and related
sporting events, under the STANFORD mark. Consumers have thus come to recognize that
athletic teams and sporting events bearing the STANFORD mark, emanate from Opposer.

14,  Because the athletic teams and sporting events sponsored by Opposer
under the STANFORD mark are well-known and highly regarded, consumers are likely to be
confused about Opposer’s affiliation with, or sponsorship of, any sporting events sponsored by
Applicant under the STANFORD design mark.

15.  The STANFORD mark serves to distinguish Opposer as the source of
goods and services bearing or rendered in connection with the mark, and serves to indicate the
high quality of those goods and services.

16.  Applicant’s intended adoption of the STANFORD design mark,' a mark
confusingly similar to Opposer’s STANFORD mark, comes long after Opposer established
extensive good will and fame in the STANFORD mark.

17.  The fame of Opposer’s STANFORD mark gives Opposer the right to
preclude the use of confusingly similar marks that are likely to tarnish or blur Opposer’s mark by
eroding or lessening the capacity of Opposer’s STANFORD mark to identify and distinguish
Opposer’s goods and services in the minds of consumers.

18.  Applicant’s use of the STANFORD design mark is likely to tarnish or blur
Opposer’s STANFORD mark by creating negative associations with Opposer’s mark or
weakening the distinctive significance of Opposer’s mark and its capacity to give customers the

assurance of quality and satisfaction they have had when purchasing goods and services bearing

the STANFORD mark.

WHEREFORE, Stanford University prays that this opposition be sustained and
that the registration sought by Application Serial No. 78942581 be denied.
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Stanford University hereby appoints the following individuals as its attorneys
with full power of substitution, association and revocation in the captioned opposition to
prosecute same and transact all business in the United States Patent and Trademark Office in
connection with said opposition: Beth H. Parker and Mit Winter, both attorneys at law and
members of the Bar of the State of California, and both attorneys at law of Bingham McCutchen

LLP, with offices at Three Embarcadero Center, San Francisco, California 94111.

DATED: December 27, 2007 BINGHAM McCUTCHEN LLP
By: /mw/
Mit Winter

Attorneys for Opposer Stanford University

CONTACT INFORMATION

Please send all correspondence relating to this application to:

BETH H. PARKER (CA SBN 104773)
MIT WINTER (CA SBN 238515)
Bingham MecCutchen LLP

Three Embarcadero Center, Suite 1800
San Francisco, CA USA 94111
Telephone: (415) 393-2000

Fax: (415) 393-2286
beth.parker@bingham.com
mit.winter@bingham.com

Attorneys for Stanford University
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PROOF OF SERVICE

I am over 18 years of age, not a party to this action and employed in the County
of San Francisco, California at Three Embarcadero Center, San Francisco, California 94111~
4067, 1am readily familiar with the practice of this office for collection and processing of
correspondenée for mailing with the United States Postal Service and correspondence is
deposited with the United States Postal Service that same day in the ordinary course of business.

Today I served the attached:

NOTICE OF OPPOSITION

by causing a true and correct copy of the above to be placed in the United States Mail at San

Francisco, California in sealed envelope(s) with postage prepaid, addressed as follows:

Stanford Financial Group Company Michael R. Graif

5050 Westheimer Venable LLP

Houston, Texas 77056 ' The Chrysler Building
405 Lexington Avenue
56th Floor

New York, NY 10174
Telephone: (212) 307-5500
Facsimile: (212) 307-5598

I declare under penalty of perjury under the laws of the State of California that the

foregoing is true and correct and that this declaration was executed on December 27, 2007.

- b
3 g_z/u;@
- Cian S raa_ ﬁ) W

Marilyn Elkins
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Board of Trustees of the
Leland Stanford Junior University

Opposer
V. Opposition No. 91181536

Stanford Financial Group Company

Applicant.

APPLICANT'S ANSWER

Applicant, Stanford Financial Group Company, through its counsel, hereby Answers the

Notice of Opposition as follows:

Applicaﬁt denies each and every allegation of the Notice of Opposition (“Notice”) unless
otherwise admitted or responded to as follows:

1. Answering paragraph 1 of the Notice, Applicant admits that Applicant filed U.S.
trademark application Ser. No, 78/942,581 for STANFORD and the pictured design for “Financial
sponsorship of sporting events” in International Class 036 on August 1, 2006, and that the
application was published in the Official Gazefte on September 4, 2007.

2. Applicant admits the allegations in paragraph 2 of the Notice,

3. A.nswering paragraph 3 of the Notice, Applicant lacks knowledge or information

sufficient to form a belief concerning the allegations of paragraph 3 of the Notice, and therefore

denies the same.



4. Answering paragraph 4 of the Notice, Applicant lacks knowledge or information
sufficient to form a belief concerning the allegations of paragraph 4 of the Notice, and therefore
denies the same,

5. Answering paragraph 5 of the Notice, Applicant lacks knowledge or information
sufficient to form a belief concerning the allegations of paragraph 5 of the Notice, and therefore
denies the same.

6. Answering paragraph 6 of the Notice, Applicant lacks knowledge or information
sufficient to form a belief concerning the allegations of paragraph 6 of the Notice, and therefore
denies the same.

7. Applicant denies the allegations in paragraph 7 of the Notice.

8. Applicant denies the allegations in paragraph 8 of the Notice.

9. Applicant denies the allegations in paragraph 9 of the Notice,

10. Answering paragraph 10 of the Notice, Applicant lacks knowledge or information
sufficient to form a belief concerning the allegations of paragraph 10 of the Notice, and therefore
denies the same.

11. Applicant denies the allegations in paragraph 11 of the Notice.

12. Applicant denies the allegations in paragraph 12 of the Notice, except admits that it
seeks registration for the mark depicted in U.S. trademark application Ser. No. 78/942,581 for
“Financial sponsorship of sporting events” in International Class 036.

13. Answering paragraph 13 of the Notice, Applicant lacks knowledge or information
sufficient to form a belief concerning the allegations of paragraph 13 of the Notice, and therefore
denies the same.

14. Applicant denies the allegations in paragraph 14 of the Notice

15 Applicant denies the allegations in paragraph 15 of the Notice.

16. Applicant denies the allegations in paragraph 16 of the Notice.

2



17. Applicant denies the allegations in paragraph 17 of the Notice.

18. Applicant denies the allegations in paragraph 18 of the Notice,

AFFIRMATIVE DEFENSES

1. Each and every allegation in Opposer’s Notice is barred by the doctrines of laches,

estoppel and acquiescence.

2. Opposer’s Notice fails to state a claim on which relief can be granted.

WHEREFORE, Applicant prays that the Notice of Opposition be denied, that this action

be dismissed with prejudice, and that Application Serial No. 78/942,581 be forwarded for issuance

of a Notice of Allowance.

Respectfully submitted,

- Dated: February 5, 2008 . {Michael R. Graif/
Michael R. Graif
VENABLE LLP
P.O. Box 34385
Washington, D.C. 20043-4385
Telephone: (212) 808-5670
Fax: (202) 344-8300
Attorneys for Applicant
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IN ‘THE UNITED STATES PATENT AND TRADEMARK OFFICE
In re trademark of

THE BOARD OF TRUSTEES OF THE
LELAND STANFORD JR. UNIVERSITY

Req. No. 1,221,613
Reg. Date: December 28, 1982
Int. Cls.: 16, 25, 28, 41 & 42

For: STANFORD

COMBINED DECLARATION UNDER
TRADEMARK ACT SECTION 8 (15 U.S.C. §1058)
AND SECTION 15 (15 U.S.C. §1065)
WITH POWER OF ATTORNEY

Commissioner of Patents
and Trademarks
Washington, D.C. 20231
Sir:
The undersigned, Niels Reimers, declares as follows:
1. He is the Director of Technology Licensing of THE
BOARD OF TRUSTEES OF THE LELAND STANFORD JR. UNIVERSITY (hereln-

after called "Registrant") and 1s authorized to execute this

Declaration on behalf of Registrant; all statements made herein
of his own knowledge are true, and all statements made herein on
information or belief are believed to be true; and further, the
statements are made with the knowledge that willful false state-
ments and the like so made are_pnnishable by fine or imprison-
ment, or both, under §1001 of Title 18 of the U.S. Code, and
that any such willful false statements may jecpardize the valid-
ity of this Declaration and the above-entitled Registration.

2. Registrant is a california corporation, having its
place of business at Stanford, California.

3. Registrant is the owner of the subject Registration
issued December 28, 1982 as shown by records in the Patent and
Trademark Office. -
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4, The mark shown in said Registration has been in
continuous use in interstate commeigg,for five (5) consecutive
years from December 28, 1982 to the present, on or in connection
with the following goods/services recited in said Registration:

PAPER GOODS, NAMELY, WRITING PAPER AND
ENVELOPES, PENS, PEN SETS, DESK SETS,
CALENDARS, BINDERS, NOTEBOOKS, PENCILS,
NAPKINS, LETTER OPENERS AND PHOTO ALBUMS
(Class 16):

CLOTHING, NAMELY, SWEATSHIRTS, T-SHIRTS,
SWEATERS, ROBES, HATS, SOCKS, JERSEYS, RUN-
NING SUITS, JACKETS, SHORTS, PONCHOS AND
PANTS (Class 25);

SPORTING GOODS, NAMELY, TENNIS BALLS, GOLF
BALLS, FOOTBALLS AND TOY FLYING SAUCERS FOR
TOSS GAME (Class 28);

EDUCATIONAL SERVICES, TEACHING STUDENTS AT
UNIVERSITY LEVEL (Class 41};

RESEARCH SERVICES, RENDERING RESEARCH SER-
VICES IN THE SCIENCES, ARTS AND THE LIKE
(Class 42).

5. The mark shown in said Registration is stfii in use
in such commerce as evidenced by the specimen included for each
class showing the mark as currently uséd; and

6. There has been no final decision adverse to Regis-
trant's claim of ownership of said mark for said goods/services,
or to Registrant's right to register the same or to keep the
same on the register, and that there is no proceeding involving
said rights pending and not disposeaﬂgf either in the Patent and
Trademark Office or in the courts.

7. Flehr, Hohbach, Test, Albritton & Herbert check for
$1,000.00 is enclosed to cover the required fee. Please charge
any additional fees or credit overpayment toc Deposit Account No.

06-1300 {(Order No. TA-31742-4/AJT)}. A duplicate copy of this

Declaration is enclosed for this purpose.

TA-31742-4/AJT —2-




POWER OF ATTORNEY

Registrant hereby appoints the following attorneys to file
this Declaration and to transact all business in the Patent and
Trademark Office connected therewith; and to receive the certi-
ficate of renewal: Paul D. Flehr, Reg. 12,145; Harold C.
Hohbach, Regqg. 17,757; Aldo J. Test, Req. 18,048 Elmer S.
Albritton, Reg. 17,499; Thomas Q. Herbert, Reg. 18,612; Milton
W. Schiemmer, Reg. 18,600; Donald N. MacIntosh, Reg. 20,316;
Jerry G. Wright, Reg. 20,165; Edward S. Wright, Reg. 24,903;
David J.Brezner, Reg. 24,774; Richard E. Backus, Reg. 22,701;
Stephen E. Baldwin, Reg. 27,769; Stephen C. Shear, Reg.25,764;
Henry K. Woodward, Reg. 22,672: Reginald J. Suyat, Reg. 28,172;
Wiliiam J. Egan, Reg. 28,411; James A. Sheridan, Reg. 25,435;
philip A. Dalton, Reg. 26,859; Robert B. Chickering, Reg.24,286;
Willis E. Higgins, Reg. 23,025; Gary S. Wiliiams, Reg. 31,066;
Keiichi Nishimura, Reg. 29,093; provided that if any one of said
attorneys ceases being affiliated with the law firm of Flehr,
Hohbach, Test, Albritton and Herbert as partner, employee or of
counsel, such attorney's appointment as attorney and all powers
derived therefrom shall terminate on the date such attorney
ceases being so affiliated.

Direct telephone calls to Aldo J. Test at (415) 324-8888,
and address all correspondence to:

FLEHR, HOHBACH, TEST, ALBRITTON & HERBERT
Ssuite 3400, Four Embarcadero Center
San Francisco, CA 94111

Dated: December 6 , 1988 /
THE BOARD OF TRUSTEES OF THE
LELAND STANFORD JR. UNIVERSITY

-

ey T A
By,/ZQyé T Lyt
Niels Reimers, Director
Office of Technologz/;icensing
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Mark: STANFORD
Issued: December 28, 1982
Reg. No.. 1,221,613

Classes: 16, 25, 28, 41 and 42

TO THE COMMISSIONER FOR TRADEMARKS:
The Board of Trustees of the Leland Stanford Junior University
Stanford University - Office of the General Counsel
Stanford, California 94305

APPLICATION FOR RENEWAL UNDER SECTION 9
AND DECLARATION UNDER SECTION 8

STATEMENT

The above-identified applicant for renewal requests that the above-identified registration,
which it now owns, be renewed in accordance with the provisions of Section 9 of the Act of
July 5, 1946, as amended.

The mark shown in said registration is still in use in interstate commerce on or in
connection with the following goods and services recited in the registration:

Paper goods, namely, writing paper and envelopes, pens, pen sets, desk sets, calendars, binders,
notebooks, pencils, napkins, letter openers and photo albums, in International Class 016;

Clothing, namely, sweatshirts, t-shirts, sweaters, robes, hats, socks, jerseys, running suits,
Jjackets, sharts, ponchos and pants, in International Class 025;

Sporting goods, namely, tennis balls, golf balls, footballs and toy flying saucers for toss game, in
International Class 028;

Educational services, teaching students at University level, in International Class 041,

Research services, rendering research services in the sciences, arts and the like, in Intemational
Class 042.

The enclosed specimens or facsimiles shows the mark as currently used.

10599035v1 -1-




The renewal fee is presented herewith. In the event that the attached fee is inadequate,
please charge any excess fee to Account No. 03-3975, Order No. 082288-028-
3559/RLK/LCG/SLT.

DECLARATION

The undersigned, being hereby warned that willful false statements and the like so made
are punishable by fine or imprisonment, or both, under 18 U.S.C. § 1001, and that such willful
false statements may jeopardize the validity of the application, declares that he/she is properly
authorized to execute this application on behalf of the applicant; and all statements made of
his/her own knowledge are true and all statements made on information and belief are believed
to be true.

POWER OF ATTORNEY

The Registrant hereby appoints Richard L. Kirkpatrick, Cydney A. Tune, Laura C.,
Gustafson, Michael S. Christian, Robert B. Burlingame, J. Matthew Gowdy, Michelle T.
Rutledge, and Benita M. Das of Pillsbury Winthrop LLP, and all members of that firm and all
other attorneys associated with that firm, to file this declaration, and to transact all business in
the Patent and Trademark Office connected therewith, and to receive the certificate of renewal.

The Board of Trustees of the Leland
Stanford Junior University

Date: 3/22/02

Correspondence to:

Calendar/Docketing Department
Pillsbury Winthrop LLP

Post Office Box 7880

San Francisco, CA 94120-7880

Telephone Communications to:
Laura C. Gustafson

Pillsbury Winthrop LLP
(415) 983-6318

10599035v1 2-
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e IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Board of Trustees of the
Leland Stanford Junior University

Opposer
V. Opposition No. 91180491

Stanford Financial Group Company

Y Nt Nt Nt N S Nt Nt Nt Nt

Applicant.

NOTICE OF TAKING DEPOSITION UNDER RULE 30(b)(6)

Please take notice that commencing at 9 a.m. on December 13, 2007, at the
Sheraton Palo Alto Hotel, 625 El Camino Real, Palo Alto, California, 94301, or on a date
and at a place to be agreed upon by the parties, Applicant will take the deposition on oral
examination pursuant to Rule 30(b)(6) of the Federal Rules of Civil Procedure, of a
person or persons to be designated by Opposer, and authorized to bind Opposer, who are
most knowledgeable to testify as to the following matters:

1. Information regarding any instances of actual confusion involving
Applicant's trademark application U.S. Ser, No. 78/900,960 for STANFORD EAGLE and
Opposer's U.S. trademark registration No. 1,221,613 for STANFORD.

2. Opposer's allegation in paragraph 7 of its Notice of Opposition that the
term "EAGLE" in Applicant's trademark application U.S. Ser. No. 78/900,960 is
descriptive.

3. Opposer's sales of each of the products and services listed in Opposer's
U.S. trademark registration No. 1,221,613 from 1988 to the present.

4, The Applicant, including without limitation when Opposer first became
aware of Applicant. '

5. Any trademark disputes in which Opposer is involved.
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Three days prior to the deposition, please advise counsel for Applicant of the
persons designated to testify on behalf of respondent and, for each person designated, the
matters on which that person will testify. Each person who is to testify is requested to
bring to the deposition documents referring or relating to the subject matter on which
testimony will be given.

The deposition will take place on or before an officer fully authorized by law to
take testimony and will continue from day to day until completed. You are invited to
attend and cross-examine,

Respectfully submitted,

oy WctheCH

Michael R. Graif
Venable LLP

The Chrysler Building
405 Lexington Avenue
56" Floor

New York, NY 10174
(212) 808-5670
Attorneys for Applicant

Date: November 21, 2007
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CERTIFICATE OF SERVICE
I hereby certify that on this 21st day of November, 2007, I caused a copy of the
NOTICE OF TAKING DEPOSITION UNDER RULE 30(b)(6) to be served upon
counsel for Opposer by facsimile and by depositing a copy thereof in first-class mail,
postage prepaid, to:
Beth H. Parker, Esq.
Bingham McCutchen LLP

Three Embarcadero Center, Suite 1800
San Francisco, CA 94111

it lll B

Michael R. Gralf
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Board of Trustees of the )
Leland Stanford Junior University )
Opposer ;

\A ; Opposition No. 91180491
Stanford Financial Group Company ;
Applicant. ;

APPLICANT’S FIRST SET OF INTERROGATORIES TO OPPOSER

Pursuant to Rule 2.120 of the Trademark Rules of Practice and Rule 33 of the Federal
Rules of Civil Procedure, Applicant requests that Opposer answer the following interrogatories,
separately and fully, in writing and ﬁnder oath.

INSTRUCTIONS AND DEFINITIONS

Unless the terms of a particular interrogatory specifically indicate otherwise, the
following definitions and instructions are applicable throughout these interrogatories and are
incorporated into each specific interrogatory:

1. The terms “Opposer,” “you,” or “your” means The Board of Trustees of the
Leland Stanford Junior University and any and all affiliates, predecessors- or successors-in-
interest, attorneys, agents, representatives and/or employees of any of the above-mentioned
entities or persons.

2. The term “Applicant” means Stanford Financial Group Company,
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3. The term “trademark™ means any word, name, symbol, design, shape, number,
slogan, or device, or any combination thereof, that is used by a person to identify and distinguish
the person’s services, respectively, from the services of others. The use of the term “Mark” is to
be considered as the use of the term “trademark.”

4, The terms “document™ and “documents” are used in the broadest sense
permissible under Rule 34 of the Federal Rules of Civil Procedure and include, without
limitation(s), all writings (whether in handwritten, typed, printed, stenographic, e-mail, electronic
or other form), drawings, graphs, charts, photographs, recordings, copies, or mechanical or
photocopy reproductions of any or all of the foregoing items, and non-paper information storage
means such as disc, CD-ROM, DVD, tape, film, and/or computer memory devices. Where any
items contain marking(s) not appearing in the original, or are altered from the original, then all
such items must be considered as separate documents and identified and produced as such.

5. The term “identify,” when referring or relating to a natural person, means that
person’s full name, present or last known home and business addresses (including street name
and number, city or town, state, zip code, and telephone number), present or last known business
position, affiliation, and address, and all job titles or positions, if any, held in conjunction with
employment or affiliation with Opposer or any other entity related thereto at any time, and the
dates of tenure in each such job title or position,

6. The term “identify,” when referring or relating to a person other than a natural
person, means its full name and type of organization, and the address of its principal place of
business (including street name and number, city or town, state, zip code, and telephone

number).
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7. The term “identify,” when referring or relating to a document, means the type of
document (e.g., letter, notebook, e-mail, etc.), the date of the document (and, if no date appears
thereon, the answer shall so state and shall give the date or approximate date that such document
was prepared), the title of the document, a brief summary of the subject matter of the document,
the identification of the person who prepared the document, the identification of the person who
signed the document, the identification of the person for whom the document was prepared, and
the identification of the recipient or addressee of the document (whether specifically named
therein or not); in addition, if the document requested to be identified is not in the possession,
custody, or control of Opposer, the identification of the person who has possession, custody, or
control over the original of the document, and each person who has possession, custody, or
control over each copy of the document; furthermore, if the document requested to be identified
has been destroyed, the date the document was destroyed, the reason for its destruction, and the
identification of the person who destroyed the document and of any person who directed that the
document be destroyed.

8. The term “identify,” when referring or relating to an oral communication, means
the date and place of the communication, whether the communication was in person or by
telephone, the identification of each person who participated in or heard any part of the
communication, the substance of what was said by each person who participated therein, each
document relating thereto, and the identification of the person or persons presently having
possession, custody or control of each such document,

9, The term “identify,” when referring or relating to an act, occurrence, or conduct,
means a description or the substance of the event or events constituting such acts and the date

when such acts occurred, the identification of each and every person or persons participating in



such acts, the identification of all other persons, if any, present when such acts occurred, each
document relating thereto, and the identification of the person or persons presently having
possession, custody, or control of each such document.

10.  The term “identify,” when referring or relating to advertisements, promotional
materials, and/or marketing materials, means a description of the form and medium of the
materials, the inclusive dates of the materials, the geographic area in which the materials
appeared, the class or classes of persons or business entities to whom the materials were directed,
and the dollar amount per year expended on each form and medium of such material.

11.  The termn “describe” means to give an account of the salient characteristics of the
subject asked to be described, including, where applicable, dates and duration of the relevant
events, places such events occurred, the names and addresses of all persons involved in those
events, and all sources from which the requested information was obtained.

12, The term “concerning” means relating to, referring to, regarding, having any
relationship with, pertaining to, evidencing, or constituting evidence of, in whole or in part, the
subject matter of the particular request.

13. The terms “person” or “persons” include any natural person, corporation,
partnership, joint venture, unincorporated association, trust, government entity, and all other
entities of any nature whatsoever.

14. The term “allegation” includes all claims, contentions, assertions, statements,
charges, recitations, and declarations made by Opposer as of the date of the Notice of
Opposition, and/or at the time of answering these interrogatories, and/or at the time of
adjudication of any issue in this opposition, and/or at any time between the date these

interrogatories are answered and the adjudication date.



15.  The terms “rely” and “relies” mean to look for support or to depend upon as of the
date of your Notice of Opposition, and/or at the time of answering these interrogatories, and/or at
the time of adjudication of any issue in this action and/or at any time between the date these
interrogatories are answered and the adjudication date.

16.  The term “facts” means all circumstances, events, and evidence pertaining to or
touching upon the item in question.

17. The use in these interrogatories of the name of a party or business organization
shall specifically include all officers, directors, attorneys, agents, representatives, employees,
parents, affiliates, subsidiaries, divisions, and predecessors- or successors-in-interest of the party
or business organization.

18.  Each interrogatory shall be read to be inclusive, rather than exclusive.
Accordingly, the words “and” as well as “or” shall be construed disjunctively or conjunctively as

. necessary, in order to bring within the scope of this interrogatory all information that might
otherwise be construed to be outside its scope. “Including” shall be construed to mean “without
any limitation.” The word “all” includes “any” and vice versa. The past tense shall include the
present tense and the present tense shall include the past tense. The singular shall include the
plural and vice versa. The masculine includes the feminine and vice versa.

19.  Each person answering these interrogatories is required to furnish information
within that person’s personal knowledge and the possession of that person’s attorneys, agents,
representatives, and/or employees.

20.  All objections shall be set forth with specificity and shall include a brief statement

of the grounds for such objections.



( C

21, Ifany of the following interrogatories cannot be answered in full, they should be
answered to the extent possible, specifying the reason for the inability to answer the remainder
and stating any information or knowledge which the party answering has concerning the
unanswered portion.

22, Any document withheld in responding to these interrogatories on the ground of
privilege is to be identified by author or authors, recipient or recipients, person or persons to
whom copies were furnished, together with the job titles of each such person or persons, date,
subject matter and nature of privilege claimed.

23, The following interrogatories shall be deemed to be continuing and, in the event
Opposer secures or discovers any information responsive to these interrogatories subsequent to
answering these interrogatories which would tend to enlarge, diminish or otherwise modify the
answers, Opposer has a duty to promptly serve and file supplemental answers reflecting such

information pursuant to the Federal Rules of Civil Procedure.



INTERROGATORIES
1. For each of the goods identified in Opposer's U.S. Registration No. 1,221,613,
state:
a. The yearly volume of sales in dollars for each year since 1980 by seller,
identifying the seller(s) and the respective dollar amount(s).
b. The yearly volume of sales in units for each year since 1980 by seller,
identifying the seller(s) and, and the respective unit amount(s).
¢. The amount spent each year on advertising and promotion for each year since
1980.
2. Identify all documents containing information relating Interrogatory No. 1,

including without limitation all documents used to answer Interrogatory No. 1.

Dated: February 20, 2008 Respectfully submitted, '
Michael R. Graif ’7
VENABLE LLP

P.O. Box 34385
Washington, D.C. 20043
Telephone: (212) 808-5670
Facsimile: (202) 344-8300

Attorneys for Applicant



CERTIFICATE OF SERVICE
The undersigned, attorney for Applicant, hereby certifies that he served, by e-mail and first
class mail, postage prepaid, a copy of the Applicant’s First Set of Interrogatories to Opposer upon
Beth H. Parker, Esq.
Bingham McCutchen LLP
Three Embarcadero Center

San Francisco, CA 94111

this 20" day of February 2008.

/Mz//
Michael R. Graif




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Board of Trustees of the )
Leland Stanford Junior University )
Opposer ;

v. ; Opposition No. 91180491
Stanford Financial Group Company ;
Applicant, ;

APPLICANT’S FIRST REQUEST FOR THE
PRODUCTION OF DOCUMENTS AND THINGS TO OPPOSER

Pursuant to Rule 2.120 of the Trademark Rules of Practice and Rule 34 of the Federal
Rules of Civil Procedure, Applicant requests that Opposer produce for inspection and copying
the documents specified below. The documents sought pursuant to this Request are to be
produced at the offices of Venable LLP, 405 Lexington Avenue, New York, NY 10174, within
thirty (30) days of the date of service of this request or at such other time and place as may be

mutually agreed upon by the parties.

This request seeks the production of documents as of the date on which Opposer responds
and, as to those requests falling within Rules 26(e)(1) and (2) of the Fe&eral Rules of Civil
Procedure, shall be deemed continuing, requiring Opposer to serve upon Applicant such further
responses promptly after Opposer has acquired additional knowledge or information.

Any document withheld in responding to these requests on the ground of privilege is to

be identified by author or authors, recipient or recipients, person or persons to whom copies were
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furnished, job titles of all such persons as well as the date and subject matter of the document,
and the nature of the privilege claimed.

If Opposer is aware with respect to any request that any responsive document once
existed but has been destroyed, it should identify who destroyed it, why it was destroyed, and the
circumstances under which it was destroyed.

The definitions and instructions set forth in Applicant’s First Set of Interrogatories are
incorporated herein by reference and made a part hereof.

REQUESTS FOR PRODUCTION
1. All documents that Opposer was required to identify in its response to Applicant’s

First Set of Interrogatories, or from which it derived information used in preparing said

responses.
2. All documents on WhiCil Opposer intends to rely at the trial of this proceeding.
3. All documents requested in Applicant's Notice of Deposition Pursuant to Rule
30(b)(6).
4, All documents pertaining to any litigation, cancellation, .opposition or other

adversary proceeding in the U.S. between Opposer and any other party that included any
allegation of infringement, unfair competition, likelihood of confusion or dilution, involving any
of the Opposer’s Marks or any variations thereof,

5. All documents relating to license agreements or other agreements for the sale of

the goods listed in Opposer's U.S, Registration No. 1,221,613.
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If any of the foregoing documents are deemed to contain confidential information,

Opposer should so designate said documents according to the protective order in place.

Dated: February 20, 2008 Respectfully submitted,

Michael R. Graif %
VENABLE LLP

P.O. Box 34385
Washington, D.C. 20043
Telephone: (212) 808-5670
Facsimile: (202) 344-8300

Attorneys for Applicant

CERTIFICATE OF SERVICE

The undersigned, attorney for Applicant, hereby certifies that he served, by e-mail and first
class mail, postage prepaid, a copy of the Applicant’s First Request for Production of Documents

and Things to Opposer upon
Beth H. Parker, Esq.
Bingham McCutchen LLP
Three Embarcadero Center
San Francisco, CA 94111

this 20® day of February 2008.

Michael R. Graif
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Susan Weinstein 30(b)(6) January 30, 2008

East Palo Alto, CA
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12
13
14
15
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18
19
20
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22
23
24
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Page 1
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

The Beoard of Trustees of the
Leland Stanford Junior
University,
Opposer,
Vs, Opposition No. 91180491
Stanford Financial Group

Company,

Applicant.

DEPOSITION OF
SUSAN WEINSTEIN
Wednesday, January 30, 2008

by MICHAEL R. GRAIF, Attorney at Law

JUDITH A. DeALBA, RMR, CRP
CSR #5709

Alderson Reporting Company
1-800-FOR-DEPO



Susan Weinstein 30(b)(6) . Janvary 30, 2008
East Palo Alto, CA
Page 2 Page 4
1 APPEARANCES 1 INDEX OF EXHIBITS
2 ---000-—- 2 CONTINUED
3 3 Exhibit No. Description PAGE
4 FOR THE OPPOSER: . 4 6 One-page pholocopy from United States ..... 39
5 BINGHAM McCUTCHEN LLP 5 Patent and Trademark Office's website
6 - Three Embarcadero Center 6 7 Five-page document entitted NOTICE OF ..... 91
7 San Francisco, California 94111-4067 7 OPPOSITION
8 415/393-2556 8
9 BY: BETH H, PARKER 8
10 Attorney at Law 10
11 E-mail; beth.parker@bingham.com 11
12 12
13 FOR THE APPLICANT: 13 .
14 VENABLELLP 14
15 The Chrysler Building 15
lé 405 Lexington Avenue, 56th Floor 16
17 New York, New York 10174 17
18 212/308-5670 18
19 BY: MICHAEL R. GRAIF 13
20 Attorney at Law 20
21 E-mail: mrgraif @venable.com 21
22 22
23 23
24 24
25 25
Page 3 Page 5
1 00— 1 BE IT REMEMBERED THAT, pursuant to Notice and on
2 INDEXOFEXAMINATION 2 Wednesday, January 30, 2008, at the hour of 9:04 am. :
3 PAGE 3  thereof, a 1900 University Avenue, East Palo Alto,
4 EXAMINATION BY MR. GRAITF.... 5 4  California, before me, JUDITH A. DeALBA, RMR, CRP, CSR No.
5  AFTERNOON SESSION....cvuensriemnsmisnseissereers 116 5 5709, a Certified Shosthand Reporter in the State of
6 & California, there personally appeared
7 —-000--- 7 SUSAN WEINSTEIN,
8 8 called as a witness by the Applicént; who, being by me
9 INDEX OF EXHIBITS 9 first duly sworn, was thereupon examined and testified as
10 ExhibitNo.  Description PAGE 10 follows:
11 1 Three-page document entitled NOTICE OF ... 40 11 EXAMINATION BY MR. GRAIF
12 TAKING DEPOSITION UNDER RULE 30(b)(6} 12 Q. (BY MR. GRAIF) Good morning.
13 2 One-page document entitled TRADEMARK ...... 42 - 13 A, Moming.
14 SERVICE MARK, PRINCIPAL REGISTER, STANFORD | 14 Q. Could you state your nams, please.
15 3 One-page memorandum dated 1/23/08 prepared . 68 15 A, Susan Weinstein.
16 for Susan Weinstein from Chris Prindiville 16 Q. Miss Weinstein, have you ever been deposed
17 and Mike Warhank 17 before?
18 4 35-page document entitled STANFORD ........ 72 18 A No.
19 UNIVERSITY ROYALTIES BY PRODUCT CATEGORY | 13 Q. Have you ever testified under cath before?
20  DECEMBER 2007 - JULY 1999, Bates stamped 20 A No. '
21 SUO0095] through SUO0098S5 21 Q. SoI'm going to go through a few of the
22 5 S6-pagedocument entitled INSTITUTION ... 83 22 procedures that we're going to be undertaking today, and
23 COMPARATIVE BY TYPE, Bates stamped 23 if you have any questions at any time, please don't
24 SUO00895 through SU00CYS0 24 hesitate to ask me. Okay?
25 25 A, Okay.

2 (Pages 2 to 5)

Alderson Reporting Company
1-800-FOR-DEPO



Susan Weinstein 30(b)(6)

January 30, 2008

East Palo Alto, CA

Page 58 Page 60
1 Q. When I say "on behalf of,” I mean by a licenses. 1 Q. Bad question. Il ask it again.
2 A. Okay, 2 If you had to find out whether there were sales
3 Q. Does your change at all? 3 of any of these goods listed in Class 16 prior to 2001,
4 A. No. 4 how would you find out?
5 Q. ¥you had to ~- strike that, 5 A. For the years — for 2000, I would call Stanford
6 Just to clarify, if you had to find out whether 6 Bookstore.
7 napkins, letter openers and photo albums have been sold | 7 Q. Excuse me. For which years?
8 since 2001, how would you find that out? 8 A. 2000,
9 A. I'would call Stanford Bockstore. 9 Q. And subssquently?
10 Q. Would there be anybody else you would call? 10 A. Prior — and subsequently, yes,
11 A. No. 11 Q. So for years 2001 and subsequently, you would
12 Q. Is Stanford Bookstore since 2001 a part of 12 call?
13 Stanford University? 13 A, Stanford Bookstore.
14 A. No. 14 For 1999, I would call Stanford Bookstore and
15 Q. Who runs Stanford Bookstore? 15 Maria Gladfelter. And prior to 1999, I would call Maria
16 A, Follett. 16 Gladfelter. '
17 Q. Could you spell that? 17 Q. Why would you call Maria Gladfelter for 1999 and
18 A, F-O-L-L-E-T-T. 18 prdorto 19997
15 Q. Follett? Where is Follett based 19 A. Because she managed trademark licensing. She's
20 A. Chicago. C 20 the only person remaining at Stanford who worked on
21 Q. Is there an agreement between Stanford University | 21 trademark Licensing prior to 2001. And Follett began
22 and Follert? 22 operating the bookstore, I believe, in 1999. So they
23 A. Yes. 23 would have no information about sales prior to their
24 Q. Do you have a copy of that agreement? 24 operation of the bookstore.
25 A, Yes. 25 Q. Who ran the bookstore prior to Follett?
Page 59 Page 61
1 MR. GRAITF: Beth, I'd like to request a copy of 1 - A. A different organization,
2 that agreement. ) 2 Q. Did Stanford University ever nm the bookstore?
3 Q. How long has Follett been running the Stanford 3 A. Ever? Probably.
4 Bookstore? . 4 Q. Since 1988.
5 Is it more than one? I'm sorry. 5 A, Idon't know.
6 A. More than cne bookstore? 6 Q. Do you know the name of the organization before
7 Q. Yes. 7 Follett who ran the bogkstore?
8  A. Onebookstore operation. It's seven branches, 8 A, Tbelieve it was called the Stanford University
9 Q. Can you go through where each of those branches 9 Bookstore.
10 arelocated? 10 Q. Which was not affiliated with Stanford
11 A. The main bookstore on White Plaza. The Track 11 University?
12 House at the Track House. The Stanford Shop at Stanford § 12 A, Tbelieve it was -- I don't know. I don't know.
13 Shopping Center. The museum shop at Cantor Art Museum. | 13 Q. Just remind me, what year did Follett take over?
14 MS. PARKER: That's four. 14 A. Tbelieve in 1999,
15 THE WITNESS: That's four. Okay. 15 Q. Can you go to the next class of goods listed
16 The stadium shop at Stanford stadium, the 16 here, please,
17 Tressider store at Tressider Union, and we're in the 17 A, Uh-huh,
18 process of opening a shop at Maples Pavilion. 18 Q. Theclass beginning clothing.
19 Q (BYMR. GRAIF} But that isn't open yet? i3 A. Uh-huh.
20 A, Notopened yet, 20 Q. Have any of these goods been on sale since 20019
21 Q. Justto reiterate, if you had to find out whether 21 A. Yes.
22 any sales of these itemns in Class 16 occurred prior to 22 Q. Which ones?
23 1999, as authorized by Stanford University to a 23 A. I'have personal knowledge that sweatshirts,
24 licensee -- 24 T-shirts, sweaters, hats, socks, jerseys, running snits -
25 A Could you repeat the question again? 25 ask me the question again, please,

16 (Pages 58 to 61)
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